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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time maybe available under the provisions of 37 CFR 1.136(a). tn no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to repty within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 02 February 2004 . 
2a)D This action is FINAL. 2b)Kl This action is non-finaL 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 1-20 is/are pending in the application 

4a) Of the above claim(s) 

5) D Claim(s) is/are allowed. 

6) M Claim(s) 1-20 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) S Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
bM All b)D Some * c)D None of: 

1 .13 Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Specification 

1. Claims 1-2 are objected to because of the following informalities: the term 
"smaller" should be changed to "less" or "shorter" since this term modify the "distance". 
See claim 1, line 1 1 and claim 2, line 4. Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1-20 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. The claiming of an "alkyl group having an 
unsaturated bond" is unclear in view of conventionally known as an "alkyl group". The 
alkyl group known in the art is the group "C n H 2n + i, and there is no unsaturated bond 
associated therein. Accordingly, the claiming of "alkyl group having an unsaturated 
bond" is indefinite. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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5. Claims 1 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combination of Morita et al (US 2003/0215756), Fukui et al (US Patent No. 5,041,369) 
and Kudo (US 2004/0005521). 

Morita et al disclose a photothermographic material containing a composition of two 
bisphenol compounds, the bisphenol of formula A-l and the bisphenol of formula A-2. 
The bisphenol A-2 is within the scope of formula (Rl) of the claimed invention. See 
exemplified samples on pages 18-23, compound 1-18 to 1-65. The compound of formula 
A-l differs from the compound of formula (R2), X in the formula (A-l) is a chalcogen or 
CHR , wherein R is a hydrogen or an alkyl group. The material is process within a 
period of 1 sec. to 2 mn at a temperature of 80 °C to 200 °C. See page 42, [0352], [0353]; 
see also the apparatus of Fig 1 and the description thereof on page 42, [0350] having 
exposure portion (120) and developing section 130; the laser scanning exposure in 
column 41, [0338] to [0348]; and the silver coverage from 0.3 to 1.5 g/m 2 on page 30, 
[0329]. Fukui et al disclose the bisphenol within the scope of formula (R2) in column 7, 
formula (III) wherein Z represent a divalent group such as alkyldiene group, an 
aralkyldiene group, or a sulfur; similarly Kudo discloses the claimed bisphenol on page 
16 such as compound A- 17 and A-20. Morita et al differs from the claimed invention in 
its failure to discloses the alkenyl group and an alkyl group having unsaturated bond 
claimed in the present claimed invention. However, the group as claimed have been 
known to use in association with a divalent group of a bisphenol compound such as 
taught in Fukui et al and Kudo. It would have been obvious to the worker of ordinary 
skill in the art at the time the invention was made to use a divalent group such as 
alkyldiene group which is a known equivalent to an alkyl group or a chalcogen in 
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combination with a known heating process for forming an image with time of 1 sec. to 2 
mn such as suggested Morita et al with a reasonable expectation of achieving a material 
with high photographic density, improved image tone and image stability. 
6. Claims 1-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combination of Morita et al (US 2003/0215756), Fukui et al (US Patent No. 5,041,369) 
and Kudo (US 2004/0005521). 

Morita et al disclose a photothermographic material containing a composition of two 
bisphenol compounds, the bisphenol of formula A-l and the bisphenol of formula A-2. 
The bisphenol A-2 is within the scope of formula (Rl) of the claimed invention. See 
exemplified samples on pages 18-23, compound 1-18 to 1-65. The compound of formula 
A-l differs from the compound of formula (R2), X in the formula (A-l) is a chalcogen or 
CHR , wherein R is a hydrogen or an alkyl group. The material is process within a 
period of 1 sec. to 2 mn at a temperature of 80 °C to 200 °C See page 42, [0352], [0353]; 
see also the apparatus of Fig 1 and the description thereof on page 42, [0350] having 
exposure portion (120) and developing section 130; the laser scanning exposure in 
column 41, [0338] to [0348]; and the silver coverage from 0.3 to 1.5 g/m 2 on page 30, 
[0329]. Fukui et al disclose the bisphenol within the scope of formula (R2) in column 7, 
formula (III) wherein Z represent a divalent group such as alkyldiene group, an 
aralkyldiene group, or a sulfur; similarly Kudo discloses the claimed bisphenol on page 
16 such as compound A- 17 and A-20. Morita et al differs from the claimed invention in 
its failure to discloses the alkenyl group and an alkyl group having unsaturated bond, and 
distance between the scanning line of the laser irradiating mean and inserting portion of 
the thermal developing unit of equal to or smaller than 50 cm present in the claimed 
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invention. However, the group as claimed have been known to use in association with a 
divalent group of a bisphenol compound such as taught in Fukui et al and Kudo, and the 
distance of the laser exposure mean and the heating unit may vary accordingly to the size 
of the apparatus. It would have been obvious to the worker of ordinary skill in the art at 
the time the invention was made to use a divalent group such as alkyldiene group which 
is a known equivalent to an alkyl group or a chalcogen in combination with the use of 
the apparatus suggested Morita et al with a reasonable expectation of achieving a material 
with high photographic density, improved image tone and image stability. The worker of 
ordinary skill in the art would prefer to use the exposure unit close to the heat developing 
unit in order to reduce the processing time. 

7. Claims 1-10 are rejected under 35 U.S. C. 103(a) as being unpatentable over the 
Morita et al (US 2003/0215756) in view of Fukui et al (US Patent No. 5,041,369) or 
Kudo (US 2004/0005521) further in view of Oyamada et al (US 2004/0038156) or 
Yamane (US 6,800,427). 

* 

Morita et al disclose a photothermographic material containing a composition of two 
bisphenol compounds, the bisphenol of formula A-l and the bisphenol of formula A-2. 
The bisphenol A-2 is within the scope of formula (Rl) of the claimed invention. See 
exemplified samples on pages 18-23, compound 1-18 to 1-65. The compound of formula 
A-l differs from the compound of formula (R2), X in the formula (A-l) is a chalcogen or 
CHR , wherein R is a hydrogen or an alkyl group. The material is process within a 
period of 1 sec. to 2 mn at a temperature of 80 °C to 200 °C. See page 42, [0352], [0353]; 
see also the apparatus of Fig 1 and the description thereof on page 42, [0350] having 
exposure portion (120) and developing section 130; the laser scanning exposure in 
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column 41, [0338] to [0348]; and the silver coverage from 0.3 to 1.5 g/m 2 on page 30, 
[0329]. Fukui et al disclose the bisphenol within the scope of formula (R2) in column 7, 
formula (III) wherein Z represent a divalent group such as alkyldiene group, an 
aralkyldiene group, or a sulfur; similarly Kudo discloses the claimed bisphenol on page 
16 such as compound A- 17 and A-20. Yamane and Oyamada et al each discloses a heat 
development apparatus wherein the exposure unit close to the heat development unit . 
Morita et al differs from the claimed invention in its failure to discloses the alkenyl group 
and an alkyl group having unsaturated bond, and distance between the scanning line of 
the laser irradiating mean and inserting portion of the thermal developing unit of equal to 
or smaller than 50 cm present in the claimed invention. However, the group as claimed 
have been known to use in association with a divalent group of a bisphenol compound 
such as taught in Fukui et al and Kudo, and the apparatus wherein the exposure unit 
close to the heat development unit are in short distance from one to to another have been 
known in Yamane and Oyamada . It would have been obvious to the worker of ordinary 
skill in the art at the time the invention was made to use a divalent group such as 
alkyldiene group which is a known equivalent to an alkyl group or a chalcogen in 
combination with- the use of the apparatus taught in Yamada or Oyamada et al with a 
reasonable expectation of achieving a material with high photographic density, improved 
image tone and image stability. 

Conclusion 

8. The lengthy specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is requested 
in correcting any errors of which applicant may become aware in the specification. 
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9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thorl Chea whose telephone number is (571) 272-1328. 
The examiner can normally be reached on 9 AM-5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cynthia H. Kelly can be reached on (571)272-1526. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 

Thorl Chea 
Primary Examiner 
Art Unit 1752 

Tch-tGlA 
May 13,2005 



